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DETAILED ACTION 

Applicant amendment filed on 1/30/06 has been entered. Accordingly claims 1 
and 12-15 are amended and no claims have been cancelled. No new claims were 
added. It also included remarks/arguments. 

Claim Rejections - 35 USC § 102 
1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

Claims 1-5, 9-11 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Schmidt etal. (US 6,594,133). 

Regarding claim 1 , Schmidt et al. discloses a pluggable electrical apparatus (Fig. 
1) in particular a surge arrester, with an axially symmetrically formed housing (10) with a 
housing axis running in the plugging direction (Abstract, lines 1-3), a flange for 
fastening the apparatus housing on a housing of a high-voltage installation (Column 2. 
lines 16-19) and with an axially symmetrical active part (Abstract, lines 4-5) with an 
axially routed circuit (Abstract, line 14), including a plug-in contact (Fig. I, numeral 5), a 
grounding terminal (6) (Column 1, lines 8-9 and 31) and a non-linear resistance element 
(9) (Column 3, lines 5-6) connected in between, and with an axially symmetrical 
insulator (13) (Column 3, lines 35-36), which forms an insulating cone and surrounds the 
non-linear resistance element (Fig. 1, numeral 9) and an electrical connection (Fig. 1, 
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through elements 3 and 6) with respect to the plug-in contact (Fig. 1 , numeral 5), 
wherein the flange for fastening is formed into the apparatus housing (Column 2, lines 
12-19), the apparatus housing being electrically conductive (Column 1, lines 38-41), and 
wherein the active part is mounted displaceable in the axial direction in the apparatus 
housing and held with a prestressing force (Fig. 1 , through spring 18) with respect to the 
apparatus housing before a plug-in connection is formed. 

Regarding claim 2, Schmidt et al. discloses the apparatus as claimed in claim 1, 
wherein the insulator is provided with an electrically conductive layer (Column 3, lines 
43-45). 

Regarding claim 3, Schmidt et al. discloses the apparatus as claimed in claim 2, 
wherein an end of the insulating cone (Fig. 1, numeral 13) remote from the plug-in 
contact (Fig. 1, numeral 5) is configured as an undercut and bears an inwardly disposed 
(Fig.1, numeral 16), rounded portion (Fig.1, numeral 15) of the electrically conductive 
layer. 

Regarding claim 4, Schmidt et al. discloses the apparatus as claimed in 1, 
wherein the non-linear resistance element (Fig. 1, numeral 9) is given a rounded form 
on the plug-in contact side (Fig.1, numeral 5). 

Regarding claim 5, Schmidt et al. discloses the apparatus as claimed in claim 4, 
wherein the insulator (Fig. I, numeral 13) is given a rounded configuration, at least on 
the plug-in contact side (Fig.1, numeral 5). 

Regarding claim 9, Schmidt et al. discloses the apparatus as claimed in one of 
claims 1, in which the grounding terminal (Fig. I, numeral 6) is fastened to a groundable 
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end of the active part (Fig. 1, numeral 8) and led through a base (Fig. 1, numeral 11) of 
the apparatus housing (Fig. I numeral 10), wherein a prestressed compression spring 
(Fig. 1, numeral 18), and the compression spring arranged between the groundable end 
and the base of the apparatus housing. 

Regarding claim 10, Schmidt et al. discloses the apparatus as claimed in claim 9, 
in which a thread is formed into an end of the grounding terminal led out of the 
apparatus housing (Fig. I, numeral 10) wherein the thread serves for receiving a 
clamping nut (Fig. 1, numeral 12) in the grounding terminal (Fig.1, numeral 11) has a 
thread-free portion (Fig. 1, numeral 6) which is led out from the apparatus housing and 
serves for mounting of a securing sleeve (1 1) which can be provided between the 
clamping nut and the base of the apparatus housing. 

Regarding claim 11, Schmidt et al. discloses the apparatus as claimed in claim 9, 
wherein an bearing sleeve (Fig. 1, numeral 13), which is axially aligned and encloses 
the grounding terminal (Column 2, line 67 and Column 3, line 1) is formed into a base of 
the apparatus housing (Fig. 1,10), with a lateral surface serving for guiding (Column 2, 
lines 12-20) the compression spring (Fig. 1, numeral 18). 

Claim Rejections - 35 USC § 103 
2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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3. Claims 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schmidt et al. (US 6,594,133) and Rudy (US 5,684,665). 

Regarding claim 6, Schmidt et al. discloses the apparatus as claimed in claim 1 , 
but lacks an opening formed into a lateral surface of the apparatus housing. Schmidt et 
al. discloses a pressure-resistant apparatus formed in a shape of a bottle with an 
overpressure value (Column 2, lines 21-30). 

However, Rudy discloses using an opening formed into a lateral surface of the 
apparatus housing (Column 1, lines 45-48). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide openings into the 
lateral surface of the apparatus housing taught by Rudy to help ventilate hazardous 
gases within the apparatus taught by Schmidt et al. when partial discharges occur on 
the active part. 

Regarding claim 7, Schmidt et al. in view of Rudy discloses the apparatus as 
claimed in claim 6. Rudy discloses the openings (Fig. 1, numeral 28). Schmidt et al. 
discloses the insulator (Fig. I, numeral 13), which comprises the end of the non-linear 
resistance element (Fig. 1, numeral 9) and plug-in contact (Fig. 1, numeral 5). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to provide the openings so that it is positioned opposite a region of the insulator, which 
comprises the end of the non-linear resistance element on the plug-in contact side so 
too 

effectively dissipate the gas. 

Regarding claim 8, Schmidt et al. in view of Rudy discloses the apparatus as 
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claimed in claim 6. Schmidt et al. discloses the apparatus housing is formed as a 
cylinder (Abstract, lines 12-17). Rudy discloses at least two openings arranged offset 
with respect to each other in the circumferential direction of the cylinder (Fig. I, numeral 
28) and (Column 7, lines 48-53). 

4. Claims 12-15 are rejected under 35 U.S.C. 103(a) as being unpatentable by 
Schmidt et al. (US 6,594,133) and in view of Greuter et al. (US 6,678,139). 

Regarding claim 12, Schmidt et al. discloses the apparatus as claimed in claim 1, 
with a fastening means for the electrical apparatus provided on a housing of the 
installation (Column 4, lines 15-21), but lacks a mating plug-in contact and a mating 
insulating cone, in which installation, after plugging together, the fastening means of the 
installation housing and the flange for fastening the apparatus housing are rigidly 
connected and the insulating cone and the mating insulating cone are pressed against 
each other without a gap. 

However, Greuter et al. discloses an mating plug-in contact and a mating 
insulating cone, in which installation (Column 6, lines 62-65), after plugging together, 
the fastening means of the installation housing and the fastening means of the electrical 
apparatus are rigidly connected and the insulating cone and the mating insulating cone 
(Fig. (7a), numerals 18 and 5) are pressed against each other. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify 
the fastening means with the installation housing and electrical apparatus of Schmidt et 
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al. by providing a mating plug-in contact and a mating insulating cone to reduce the 
dimension of one flange to the dimensions of the other flange. 

Regarding claim 13, Schmidt et al. in view of Greuter et al. discloses the 
installation as claimed in claim 12. Schmidt et al. discloses the installation, wherein an 
adapter flange (Fig. 1 , numeral 17), but does not disclose that the adapter flange is 
arranged between the flange for fastening (Column , lines 12-19) the apparatus housing 
and a mating flange of the installation housing. 

However, Greuter et al. discloses an apparatus bushing of an electrical 
apparatus connected to the electrical conductor in a plug connection with an adapter 
and mating flange (Fig. 7a, 7b, and 7c) of the installation housing (Column 5, lines 3-4). 
It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Schmidt et al. apparatus by providing an adapter and mating flange 
taught by Greuter et al. arranged between the flange for fastening the apparatus 
housing and a mating flange of the installation housing in order to compensate for 
different dimensions of the fastening means of the apparatus housing and the 
installation housing. 

Regarding claim 14, Schmidt et al. in view of Greuter et al. discloses the 
installation as claimed in claim 12. Schmidt et al. discloses the apparatus housing (Fig. 
1, numeral 10) and the installation housing (Fig. 1, numeral 19) are given an electrically 
conductive form (Column 3, lines 54-57), and in that the apparatus housing is grounded 
via the flange for fastening the apparatus housing and the installation housing (Column 
^ 3, lines 29-31). 
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Regarding claim 15, Schmidt et al. in view of Greuter et al. discloses a method 
for producing the high-voltage installation as claimed in claim 12. Schmidt et al. 
discloses the flange for fastening apparatus housing is fixed on the fastening 
means of the high-voltage installation (Column 4, lines 7-14), and in that, after that, the 
active part of the electrical apparatus is led into the installation housing, with the 
prestressing force being reduced (Column 1, lines 12-18), with an electrical plug-in 
connection of the plug-in-contact (Fig. 1, numeral 5) and with a gap-free spacing 
(Column 2, lines 31-37). Greuter et al. discloses a mating plug-in contact (Column 5, 
lines 3-4) for the fastening means in the electrical apparatus. 

Allowable Subject Matter 
5. Claim 16 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: Combined claim 16 would be allowable over the art of record because the prior 
art does not teach a marking for checking a position of the active part in the housed 
electrical apparatus as set forth in the claimed invention. 

Claim 17 is objected to as being dependent upon a rejected base claim 15, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: Combined claim 17 would be allowable over the art of record because the prior 
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art does not teach the securing sleeve being removed after the plug-in connection has 
been formed as set forth in the claimed invention. 

Response to Amendment 

Applicant argues, Schmidt et al. patent (US 6,594,133) doest not teach or 
suggest, among other features that "the flange for fastening is formed into the apparatus 
housing, the apparatus housing being electrically conductive, and wherein the active 
part is mounted displaceably in the axial direction in the apparatus housing and held 
with a prestressing force with respect to the apparatus housing before a plug-in 
connection is formed". 

However, the phrase, " the flange for fastening is formed into the apparatus 
housing" has extremely broad claim language. Schmidt et al. as shown in (Fig. 1), 
discloses an expanded area (16) and a expanding housing section (15) that forms the 
adjacent housing section (14) in the form of a bottle neck, which has a flange (17) 
located on the narrow neck of the housing section (14) and between the expanded area 
(16) and the expanding housing section (15) of the housing section (14). Schmidt et al. 
also discloses the apparatus housing being electrically conductive (column 1, lines 38- 
41), with an axially symmetrical active part (abstract, lines 1-3) that is held with a 
prestressing force (Fig. 1 , through spring 18) with respect to the apparatus housing 
before a plug-in connection is formed, and therefore meets all the claim limitations that 
are recited in claim 1 . 
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Applicant argues, Rudy patent (US 5,684,665) teaches away from the insulating 
housing being electrically conductive, and the active part being mounted displaceably in 
the axial direction. 

However, Rudy patent wasn't relied upon for the teaches of the insulating 
housing being electrically conductive, and wherein the active part is mounted 
displaceably in the axial direction in the apparatus housing. Schmidt et al. patent 
disclosed above was relied upon for those teachings. Rudy patent was relied upon for 
the teachings of using the openings (column 1 , lines 45-48), which were formed into a 
lateral surface of surge protector or arrester Jo help ventilate harazardous gases within 
the apparatus of Schmidt et al. Rudy patent discloses a modular electrical assembly 
(52), enclosed in a polymeric (i.e. an electrically conductive material), elastomeric 
weathershed housing (58) including a plurality of conductive electrical components 
aligned in a column along an axis and electrically connected at axially directed ends. 

Applicant argues, Greuter et al. patent (US 6,678,139) does not relate to the 
pluggable electrical apparatus as claimed. 

However, Greuter discloses a pluggable electrical apparatus (abstract), such as 
a surge arrester that is integrated in the bushing by using a mating plug-in contact and a 
mating insulating cone (Fig. (7a), numerals 18 and 5) forming an electrical connection 
(column 6, lines 62-65). Schmidt et al. patent discloses a pluggable electrical apparatus 
(Fig. 1), with an expanded area (16) and a expanding housing section (15) that forms 
the adjacent housing section (14) in the form of a bottle neck, which has a flange (17) 
located on the narrow neck of the housing section (14) and between the expanded area 
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(16) and the expanding housing section (15) of the housing section (14). Schmidt et al. 
also discloses the apparatus housing being electrically conductive (column 1, lines 38- 
41), with an axially symmetrical active part (abstract, lines 1-3) that is held with a 
prestressing force (Fig. 1 , through spring 18) with respect to the apparatus housing 
before a plug-in connection is formed, and therefore meets all the claim limitations that 
are recited in claim 1. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Terrence R. Willoughby whose telephone number is 
571-272-2725. The examiner can normally be reached on 8-5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Sircus can be reached on 571-272-2058. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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